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DETAILED ACTION 

The Preliminary Amendment filed on May 17, 2005 is acknowledged. Claims 5- 
7, 10-12, 14, 17, 20-22, 24-27, and 29-30 were amended; claims 8-9, 23, and 28 were 
cancelled. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Drawings 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "26" has been used to designate both "control means" 
and "rod" (See Figure 19). Corrected drawing sheets in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement-drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The replacement sheet(s) should be labeled "Replacement Sheet" in the 
page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the drawing 
figures. If the changes are not accepted by the examiner, the applicant will be notified 
and informed of any required corrective action in the next Office action. The objection to 
the drawings will not be held in abeyance. 
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Sp cification 

I. IN THE ABSTRACT: 

Since the abstract is too long, applicant is required to submit a 

substitute abstract to meet the requirement set forth below: 

Applicant is reminded of the proper language and format for an 
abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a 
single paragraph on a separate sheet within the range of 50 to 150 
words. It is important that the abstract not exceed 150 words in 
length since the space provided for the abstract on the computer tape 
used by the printer is limited. The form and legal phraseology often used 
in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent text for 
details. 

The language should be clear and concise and should not repeat 
information given in the title. It should avoid using phrases which can be 
implied, such as, "The disclosure concerns," 'The disclosure defined by 
this invention," "The disclosure describes," etc. 



II. IN THE SPECIFICATION : 

The disclosure is objected to because of the following headings of the 
specification are missing, such as : 

Background of the invention. 

- Brief summary of the invention. 

- Brief Description of the Drawing(s). 

- Detailed Description of the Preferred embodiments. 



Appropriate correction is required. 
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Claim Objections 

Claims 1-7, 10-22, 24-27, and 29-30 are objected to because of the following 
informalities: 

- In claim 1, line 1, "Variable turbocharger apparatus" should be replaced by 
- A variable turbocharger apparatus -. 

- In claims 2-7, 10-22, 24-27, and 29-30, line 1, "Variable turbocharger 
apparatus" should be replaced by - The variable turbocharger apparatus --. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter, which the applicant regards as his 
invention. 

Claims 1 and its dependent claims 2-7, 10-22, 24-27, and 29-10 are rejected 
under 35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Regarding claim 1 , line 20; claim 5, line 2 the phrase "such as" renders the claim 
indefinite because it is unclear whether the limitations following the phrase are part of 
the claimed invention. See MPEP § 2173.05(d). 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-4, 6-7, 10, 21, 27, and 29 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over 
claims 1, 3-6, and 8-12 of U.S. Patent No. 6,928,816 B2, in view of Neil Watson 
(Pub. Number GB 2105789 A). 

Leavesley (Patent Number 6,928,816 B2) discloses a variable turbocharger 
apparatus comprising: 

a housing; 

a compressor mounted for rotation in the housing; 

a turbine mounted for rotation in the housing; 

a first inlet for enabling air to be conducted to the compressor; 
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an outlet for enabling exhaust gases from the engine to be 
conducted to the turbine; 

a chamber surrounding the turbine and receiving the exhaust gases 
from the second inlet before the exhaust gases are conducted to the 
turbine; 

a bearing assembly for permitting the rotation of the turbine; 

vanes mounted in the chamber and accurately directing exhaust 
gases on to the turbine; 

a piston being slidable and positioned between the housing and the 
turbine; and 

control means connected to the piston and controlling the sliding 
movement of the piston; 

the piston having an end which is nearest the bearing assembly 
and which defines a gap, the size of the gap being effective to control the 
amount of the exhaust gases that act on the turbine thereby accurately 
controlling the speed of rotation of the turbine, and thereby the amount of 
air conducted by the compressor through the outlet to the engine; 

in which the end of the piston is such that it has a flange extending 
radially outwardly; 

in which the flange has slots for receiving vanes (See Claim 1 ); 

in which the slots are open slots extending inwardly from the 
periphery of the flange, or closed slots in the flange (See Claim 5); 
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a heat shield for shielding the bearing assembly from heat from the 
exhaust gases (See Claim 8); 

in which the heat shield is selected from the group consisting of a 
ring shaped heat shield; a disc shaped heat shield having an outer ring 
portion, an inner wall portion, and an aperture through the inner wall 
portion ; and a floating heat shield that is held in place under pressure by 
spring means (See Claims 9 and 10); 

in which the vanes are mounted on the heat shield (See Claim 11); 

in which the piston has a first abutment for forming a seal against a 
mating surface thereby to prevent lost of the exhaust gases between the 
abutment and the mating surface (See Claim 12); 

in which the control means is an electronic control means, which 
operates as part of the engine management control system (See Claim 6). 
However, Leavesley fails to disclose at least one bypass aperture and its 
performing function. 

Neil Watson teaches that it is conventional in the variable geometry turbocharger 
art, to utilize at least one bypass aperture (30) which is closed when the size of the gap 
is at a minimum, and which opens when the gap reaches a predetermined size, the 
opening of the bypass aperture (30) being such as to allow exhaust gases that are not 
required for acting on the turbine to bypass the turbine (See Figure 4). 
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It would has been obvious to one having ordinary skill in the art at that time the 
invention was made, to have utilized at least one bypass aperture and its performing 
function, as taught by Neil Watson, to improve the efficiency of the Leavesley device. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claims 1, 12, and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Sumser et al. (Patent Number 5,855,117). 

Sumser discloses a variable turbocharger apparatus comprising: 
a housing (1); 

a compressor (Not shown a well-known component of a 
turbocharger) mounted for rotation in the housing (1); 

a turbine (7) mounted for rotation in the housing (1); 

a first inlet (Not shown a well-known component of a turbocharger) 
for enabling air to be conducted to the compressor (Not shown a well- 
known component of a turbocharger); 

an outlet (Not shown a well-known component of a turbocharger) 
for enabling air from the compressor (Not shown a well-known component 
of a turbocharger) to be conducted to an engine (Not shown); 
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a second inlet (via 2, 3) for enabling exhaust gases from the engine 
to be conducted to the turbine (7) in order to rotate the turbine (7); 

a chamber (2, 3) surrounding the turbine (7) and receiving the 
exhaust gases from the second inlet before the exhaust gases are 
conducted to the turbine; 

a bearing assembly (Not shown a well-known component of a 
turbocharger) for permitting the rotation of the turbine; 

vanes (9, 10) mounted in the chamber (2, 3) and accurately 
directing exhaust gases on to the turbine (7); 

a piston (4) being slidable and positioned between the housing (1 ) 
and the turbine (7); and 

control means (Not shown) connected to the piston and controlling 
the sliding movement of the piston; 

the piston (4) having an end which is nearest the bearing assembly 
and which defines a gap (Not Numbered), the size of the gap being 
effective to control the amount of the exhaust gases that act on the turbine 
thereby accurately controlling the speed of rotation of the turbine, and 
thereby the amount of air conducted by the compressor through the outlet 
to the engine, and the variable turbocharger apparatus having at least one 
bypass aperture(12) which is closed when the size of the gap is at a 
minimum, and which opens when the gap reaches a predetermined size, 
the opening of the bypass aperture (12) being such as to allow exhaust 
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gases that are not required for acting on the turbine to bypass the turbine 
(See Figures 1-3, Column 3, lines 25-64, and Column 4, lines 1-35); 
in which the bypass aperture (12) is in an insert (6); and 
in which the chamber (2, 3) is a volute (See Figures 1-3). 



Claims 1, 2, 6, 21-22, 25 and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Engels et al. (Patent Number DE 199 24 228 A1). 

Engels discloses a variable turbocharger apparatus comprising: 
a housing (Not Numbered); 

a compressor (3) mounted for rotation in the housing; 
a turbine (2) mounted for rotation in the housing; 
a first inlet (Not Numbered) for enabling air to be conducted to the 
compressor; 

an outlet (Not Numbered) for enabling exhaust gases from the 
engine to be conducted to the turbine; 

a second inlet (via 12) for enabling exhaust gases from the engine 
to be conducted to the turbine (2) in order to rotate the turbine (2); 

a chamber (8b) surrounding the turbine and receiving the exhaust 
gases from the second inlet (12) before the exhaust gases are conducted 
to the turbine (2); 

a bearing assembly (Not Numbered) for permitting the rotation of 
the turbine (2); 
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vanes (11) mounted in the chamber and accurately directing 
exhaust gases on to the turbine (2) ; 

a piston (15, 23, 24) being slidable and positioned between the 
housing (5) and the turbine (2); and 

control means (18) connected to the piston and controlling the 
sliding movement of the piston; 

the piston having an end which is nearest the bearing assembly 
and which defines a gap, the size of the gap being effective to control the 
amount of the exhaust gases that act on the turbine thereby accurately 
controlling the speed of rotation of the turbine, and thereby the amount of 
air conducted by the compressor through the outlet to the engine, and the 
variable turbocharger apparatus having at least one bypass aperture (22, 
19) which is closed when the size of the gap (25) is at a minimum, and 
which opens when the gap reaches a predetermined size, the opening of 
the bypass aperture being such as to allow exhaust gases that are not 
required for acting on the turbine to bypass the turbine (See Figures 1-3b); 

in which the end of the piston is such that it has a flange extending 
radially outwardly (See Figure 1-3b); 

a heat shield (Not Numbered) for shielding the bearing assembly from 
heat from the exhaust gases(See Figure 1-3b); 

in which the heat shield is selected from the group consisting of a ring 
shaped heat shield; a disc shaped heat shield having an outer ring portion, an 
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inner wall portion, and an aperture through the inner wall portion ( Not 
Numbered) (See Figures 1-3b); and a floating heat shield that is held in place 
under pressure by spring means; 

in which the piston has a first abutment for forming a seal (21) against a 
mating surface thereby to prevent lost of the exhaust gases between the 
abutment and the mating surface (See Figures 1-3b); 

in which the mating surface is a mating surface on a part of the housing 
(5), or is mating surface on the insert (See Figures 1-3b); 

a sealing ring (27) for forming an auxiliary seal for preventing loss of any 
of the exhaust gas that pass between the first abutment and the mating surface 
(See Figure 3a); 

in which the chamber (8a, 8b) is a volute (See Figures 1-3b). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

Claims 3-5, 7, 10, 24, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable ver Eng Is t al. (Patent Number DE 199 24 228 A1), in vi w of Dal 
et al. (Patent Numb r 5,441,383). 
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Engels discloses the invention as recited in the rejection of claim 1 ; however, 
Engels fails to disclose the structural details of the piston, the slots, and the heat shield; 
vanes being mounted on the heat shield; a ring on the piston for setting the size of the 
gap at a start condition; the piston has a second abutment for engaging against the end 
of the vanes, thereby setting a gap when the piston is in its closed position; and the ring 
also being such that it acts as an abutment for preventing gas leakage. 

Dale teaches that it is conventional in the variable turbocharger art, to utilize the 
end of the piston (20, 70) having a flange extending radially outwardly (See Figures 1 
and 5); the flange having slots (72, 77) for receiving vanes (See Figures 6b and 7a); the 
slots (77) being open slots (72) extending inwardly from the periphery of the flange (See 
Figure 7a), or closed slots in the flange (See Figure 6b); the flange allowing gases to 
bypass a back face of the flange whilst still allowing accurate gas onto the turbine (See 
Figures 1 and 5); the heat shield (21, 71) being selected from the group consisting of a 
ring shaped heat shield; a disc shaped heat shield having an outer ring portion, an inner 
wall portion, and an aperture through the inner wall portion (See Figure 1 , 5, 6a); and a 
floating heat shield that is held in place under pressure by spring means; and vanes 
being mounted on the heat shield (See Figures 6a-6b; and Column 5, lines 3-11); the 
piston has a second abutment (23) for engaging against the end of the vanes, thereby 
setting a gap when the piston is in its closed position; and the ring (24) also being such 
that it acts as an abutment for preventing gas leakage (See Figures 1 and 5) 

It would has been obvious to one having ordinary skill in the art at that time the 
invention was made, to have utilized the structural details of the piston, the slots and the 
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heat shield; vanes being mounted on the heat shield; the piston has a second abutment 
for engaging against the end of the vanes, thereby setting a gap when the piston is in its 
closed position; and the ring also being such that it acts as an abutment for preventing 
gas leakage, as taught by Dale, to improve the performance efficiency the Engels 
device. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
either Sumser (Patent Number 5,855,117), or Engels et al. (Patent Number DE 199 
24 228 A1), in view of Design choice. 

Sumser/Engels discloses the invention as recited in the rejection of claim 1; 
however, Sumser/Engels fails to disclose the shape of the bypass aperture. 

One having an ordinary skill in the turbocharger art, would have found the bypass 
aperture being of a V-shape in order that gases are able to bypass in a controlled 
manner in order to prevent turbine surging, as a matter of design choice depending on 
the engine requirements. Moreover, there is nothing in the record, which establishes 
that the claimed the V-shape bypass aperture, presents a novel of unexpected result 
(See In re Kuhle, 526 F. 2d 553, 188 USPQ 7 (CCPA 1975)). 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
either Sumser (Patent Number 5,855,117), or Engels et al. (Patent Number DE 199 
24 228 A1), in view of Design choice. 

Sumser/Engels discloses the invention as recited in the rejection of claim 1; 
however, Sumser/Engels fails to disclose a plurality of the bypass apertures. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a plurality of the bypass apertures, since it has been held 
that mere duplication of the essential working parts of a device involves only routine skill 
in the art. St. Regis Paper Co. v. Bemis Co. , 193 USPQ 8 (CA 7 1977). 

Claims 27 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Engels et al. (Patent Number DE 199 24 228 A1), in view either Leavesley 
(Pub. Number GB 2 271 814 A), or Leavesley (Pub. Number EP 678 657 A2). 

Engels discloses the invention as recited above; however Engels fails to 
discloses the control means including a fork member which is connected to the piston 
on two opposed sides, or in which the control means includes a U-shaped member 
which is connected to a face of the piston; and the control means being an electronic 
control means which operates as part of the engine management control system. 

Leavesly teaches that it is conventional in the turbocharger art, to utilize the 
control means including a fork member which is connected to the piston on two 
opposed sides, or in which the control means includes a U-shaped member which is 
connected to a face of the piston; and the control means being an electronic control 
means which operates as part of the engine management control system (See Figure 1, 
Page 7, lines 24-25 and Page 8, lines 1-19 of '814 A; and Figure 1, Column 2, lines 51- 
58, and Column 3, lines 1-35 of ' 657 A2). 

It would has been obvious to one having ordinary skill in the art at that time the 
invention was made, to have utilized the control means including a fork member which 
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is connected to the piston on two opposed sides, or in which the control means includes 
a U-shaped member which is connected to a face of the piston; and the control means 
being an electronic control means which operates as part of the engine management 
control system, as taught by Leavesly, to improve the efficiency of the Engels device. 

Allowable Subject Matter 

Claims 14-20 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

The IDS (PTO-1449) filed on May 17, 2005 has been considered. An initialized 
copy is attached hereto. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

- Ruess (US Patent Number 7,010,918 B2) discloses an internal combustion 
engine with motor brake. 

- Doring et al. (US Patent Number 6,478,536 B2) disclose an exhaust turbine. 

- Doring et al. (US Patent Number 6,374,61 1 B2) disclose an exhaust turbine for 
a turbocharger. 

- Tyler (US Patent Number 4,802,817) discloses a centrifugal pump with self- 
regulating impeller discharge shutter. 
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- Hasbrouck (US Patent Number 2,431,398) discloses a supercharger with 
controllable inlet. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thai-Ba Trieu whose telephone number is (571) 272- 
4867. The examiner can normally be reached on Monday - Thursday (6:30-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas E. Denion can be reached on (571) 272-4859. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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May 17,2006 



Thai-Ba Trieu 
Primary Examiner 
Art Unit 3748 



